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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth In 37 CFR 1 .17(e), was filed in this application after final rejection. Since 
this application is eligible for continued examination under 37 CFR 1 .1 14, and the 
fee set forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous 
Office action has been withdrawn pursuant to 37 CFR 1.114. Applicant's 
submission filed on 1/31/2006 has been entered. 

Response to Arguments 

2. The Applicant's arguments regarding Claim 1 are not persuasive. As Ogino et 
al.(U.S. Patent 6,571,220 B1) discloses the performing certain copy-once 
functionality on material before searching for copy-never Indication see Fig. 16 
item 1 , 43. And further, the Applicant's arguments regarding direction of data flow 
is not relevant. And further the Applicant is reminded. In Syntax (U.S.A.) LLC V. 
Apotex Inc., 74 USPQ2d 1823 (CA FC 2005), "Prior art reference teaches away 
from claimed Invention if It suggests that developments flowing from its 
disclosures are unlikely to produce objective of invention, and what reference 
teaches person of ordinary skill in art is not limited to what reference specifically 
'talks about' or what is specifically 'mentioned' or "written' in reference;...". 
Moreover, a reference may be relied upon for all that it would have reasonably 
suggested to one having ordinary skill in the art, including nonpreferred 
embodiments. Merck & Co. v. Biocraft Laboratories, 874 F.2d 804, 10 USPQ2d 
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1843(Fed. Cir.), cert. Denied, 493 U.S. 975(1989). See also Celeritas 
Technologies Ltd. v. Rockwell International Corp., 150 F.3d 1354, 1361, 47 
USPQ2d 1516, 1522-23(Fed. Cir. 1998) (The court held that the prior art 
anticipated the claims even though it taught away from the claimed invention.) 

3. And further, the Applicant's arguments regarding Claim 1 about remaking ability 
is not persuasive. As Ogino discloses the rewriting unit see Fig. 17 item 206 and 
the lacing of secure channel is also disclosed see Col 7 Ln 49-51 . 

4. The Applicant's arguments regarding Claim 15,16,17 and 19 are not persuasive. 
As Ogino discloses the IEEE 1394 standards which includes expansion boards 
see Col 19 Ln 57-60. 

5. The Applicant's arguments regarding Claim 22, 42, 64 are not persuasive see 
arguments for Claim 1 above. 

6. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 
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Response to Amendment 
Claim Rejections - 35 USC § 102 

7. Claim 1-2, 4-7, 9-34, 36-39, 41-54, 56-64,66-80 rejected under 35 U.S.C. 102(e) 
as being anticipated by U.S. Patent 6,571 ,220 B1 to Ogino et al. 

8. A system for providing protected copying of material, comprising: a 
preprocessing unit having an output and capable of providing copy-once 
functionality on a material before providing said nnaterial on said output- wherein 
said copy-once functionality includes searching for a copy-once indication and a 
copy-no- more indication in said material not providing said nnaterial on said 
preprocessing unit output if said copy-no-more indication is found and remarking 
said material with said copy-no-more indication before providing said material on- 
said preprocessing unit output if said copy-once indication is found and said 
copy-no-more indication is not found(see Col 10 Ln 1-6 & Col 5 Ln 39-47 & 

Fig. 14 item S305) and a recording unit coupled through a secure channel to said 
preprocessing unit output to receive said material from preprocessing unit and 
capable of searching for a copy-never indication in said material provided on said 
preprocessing unit output and copying said material unless said copy-never 
indication is found but lacking capability to rennark said material with a copy-no- 
more indication(Col 6 Ln 39-51 & Col 15 Ln 48-65 & Fig.19 item S401 & S407). 
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9. Regarding Claim 2, Ogino discloses copy-never waternnark is embedded within 
the material see Column 6 Line 23-33. 

10. Regarding Claim 4 and 5, Ogino discloses the copy-one and copy-no-more 
watermark embedded within the material see Column 6 Line 8-15. 

1 1 .Regarding Claim 6 and 7, Ogino discloses the secure channel and checking of 
watermark information and also of key exchange see Column 6 Line 58-67. 

12. Regarding Claim 9, Ogino discloses the searching for watermarks that represent 
"copy-once" see Column 12 Line 1 1-29. 

13. Regarding Claim 10 and 12. Ogino discloses the step of finding the copy-once 
watermark after establishing secure channel see Col 14 Line 53-60. 

14. Regarding Claim 1 1 , Ogino disclose the step establishing secure connection 
before finding watermarks see Column 6 Line 52-64. 

15. Regarding Claim 13. Ogino discloses the preprocessing unit acting as though it 
had found the copy-once indication see Column 6 Line 39-51 . 
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16. Regarding Claim 14, Ogino disclose the audio-visual content see Col 8 Line 29- 
40. 



17. Regarding Claim 15,16, 17,18, 82, and 83, The "preprocessing unit personal 
computer is included on an expansion board of a personal computer" is met by 
Ogino et al. Col 15 Line 53-65. 

18. Regarding Claim 19, The "network appliance coupled to a recording unit" is met 
by Ogino et al. see Column 14 Line 57-60. 

19. Regarding Claim 20, The "preprocessing unit is included in a set-top box coupled 
to said recording unit" is disclosed by Ogino et al. see Column 7 Line 24-37. 

20. Regarding Claim 21 , 84, Ogino disclose DVD recordable drive see Column 6 
Line 15-21. 

21 .Regarding Claim 22, A method implemented in a recording unit for providing 
protected copying of material, comprising: detecting if a copy-never or copy-once 
indication is provided with a material(Col 6 Line 8-15) if said copy-never 
indication is detected, then not allowing copying of said material(Col 6 Line 45- 
51 ) if neither said copy-never nor said copy-once indication is detected, then 
allowing copying of said material(Col 12 Line 11-18) and if said copy-once 



Application/Control Number: 10/014,636 Page 7 

Art Unit: 2132 

indication is detected, then transmitting information of said detection of said 
copy-once indication back to a sender of said material provided a secure channel 
is established with said sender, otherwise not allowing copying of said 
material(Col 12 Line 19-29). 



22. Claim 23 is rejected under the 

23. Claim 24 is rejected under the 

24. Claim 25 Is rejected under the 

25. Claim 26 is rejected under the 

26. Claim 27 is rejected under the 

27. Claim 28 is rejected under the 

28. Claim 29 is rejected under the 

29. Claim 30 is rejected under the 

30. Claim 31 is rejected under the 



same rationale as Claim 14 above, 
same rationale as Claim 2 above, 
same rationale as Claim 4 above, 
same rationale as Claim 21 above, 
same rationale as Claim 15 above, 
same rationale as Claim 16 above, 
same rationale as Claim 17 above, 
same rationale as Claim 19 above, 
same rationale as Claim 20 above. 



31. Regarding Claim 32, The "method according to claim 22, wherein said 

transmitting information of said detection of said copy-once indication back to a 
sender of said material provided a secure channel is established with said 
sender, othenA/ise not allowing copying of said material, comprises: if said copy- 
never indication is not said copy-once indication is detected, then detected and a 
secure channel already established with said sender of said material, then 
transmitting information of said detection of said copy-once indication back to 
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said sender of said material, and said secure cliannel is not already established 
with said sender of said material, then not allowing copying of said material" is 
met by Ogino et al. see Col 10 Line 53-64 & Column 9 Line 54-58. 

32. Regarding Claim 33, The "method according to claim 22, wherein said 
transmitting information of said detection of said copy-once indication back to a 
sender of said material provided a secure channel is established with said 
sender, otherwise not allowing copying of said material, comprises", "if said copy- 
never indication is not detected and said copy-once indication is detected, then 
establishing a secure channel with said sender of said material', if said secure 
channel cannot be established, then not allowing copying of said material', and if 
said secure channel Is established, then transmitting information of said detection 
of said copy-once indication back to said sender of said material" is met by Ogino 
et al. see Col 10 Line 53-64 & Column 9 Line 54-58. 

33. Claim 34 is rejected under the same rationale as Claim 7 above. 

34. Regarding Claim 36, 37, and 38, Ogino et al. discloses transmitting information 
only when allowed based on watermarks and done thorough an secure channel 
see Col 10 Line 53-64 & Column 9 Line 54-58. 

35. Claim 39 is rejected under the same rationale as Claim 7 above. 
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36. Claim 41 is rejected under the same rationale as Claim 5 above. 

37. Regarding Claim 42, A recording unit for providing protected copying of material, 
comprising: an input channel receiving a material for copying from the sending 
unit(Col 10 Line 1 1-18 & Fig. 19 item S401 & S407), a primary detector coupled 
to said input channel to detect a copy-never indication and a copy-once 
indication are provided with said material(Col 9 Line 66-Col 10 Line 6), and 
compliance logic coupled to said primary detector and configured such that if 
said copy-never indication is detected, then preventing said material from being 
copied, and if neither said copy-never nor said copy-once Indication is detected, 
then allowing said material to be copied(Col 10 Line 47-641 . 

38. Claim 43 is rejected under the same rationale as Claim 14 above. 

39. Claim 44 is rejected under the same rationale as Claim 2 above. 

40. Claim 45 is rejected under the same rationale as Claim 4 above. 
41 .Claim 46 is rejected under the same rationale as Claim 21 above. 

42. Claim 47 is rejected under the same rationale as Claim 15 above. 

43. Claim 48 is rejected under the same rationale as Claim 16 above. 

44. Claim 49 is rejected under the same rationale as Claim 17 above. 

45. Claim 50 is rejected under the same rationale as Claim 19 above. 

46. Claim 51 is rejected under the same rationale as Claim 20 above. 
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47. Claim 52 and 53 are rejected under the same rationale as Claim 32 and 33. 
respectively. 

48. Claim 54 is rejected under the same rationale as Claim 7 above. 

49. Claim 60 is rejected under the same rationale as Claim 5 above. 

50. Regarding Claim 61,62 and 63 compliance logic being processor, state machine 
and logic circuit are substantially taught by Ogino et al. see Column 12 Line 42- 
48 & Column 1 1 Line 36-43. 



51. Regarding Claim 64, A system for providing protected copying of material 
comprising: a preprocessing unit having at least one input channel for receiving 
material and an output channel for providing an output wherein said material is 
provided as said output neither a copy-never indication nor a copy-once 
indication is detected as being provided with said material, said material is not 
provided as said output if either said copy-never indication is detected as being 
provided or said copy-once indication and a copy-no-more indication are both 
detected as being provide with said material, and an encrypted version of said 
nnaterial including said copy-no-more indication is provided as said output and 
said output channel is configured to be a secure channel if said copy-once 
indication is detected and said copy-no-more indication is not detected prior to 
said inclusion with said material (Abstract & Colli Line 65-Col 12 Line 10); and 
a recording unit coupled to said output channel of said preprocessing unit and 



Application/Control Number: 1 0/01 4,636 Page 1 1 

Art Unit: 2132 

including a primary detector to detect if a copy-never indication and a copy-once 
indication are provided witli said preprocessing unit's output (Col 12 Line 42-48); 
and compliance logic coupled to said primary detector and configured such that if 
said copy-never indication is detected then not allowing said preprocessing unit's 
output to be copied and if neither said copy-never nor said copy-once indication 
is detected then allowing said preprocessing unit's output to be copied and if said 
copy-once indication is detected- then establishing a secure channel-wlth said 
preprocessing unit and passing information of said detection of said copy-once 
indication back to said preprocessing unit over said secure channel(Coi 13 Ln 
1 5-34 & Col 1 4 Ln 24-41 & Col 7 Ln 49-51 ). 

52. Regarding Claim 66, The "preprocessing unit receives said information of said 
detection of said copy-once indication passed back by said recording unit, and 
provides said encrypted version of said material including said copy-no-more 
indication as said output over said secure channel" is met by Ogino et al. see 
Column 12 Line 19-33. 

53. Regarding Claim 67, The "recording unit further includes a secondary detector to 
detect if a copy-no-more indication is provided with said preprocessing unit 
output, and said compliance logic is further configured such that if said copy- 
once indication is detected and said copy-no-more indication is not detected, 
then passing information of said detection of said copy-once indication back to 
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said preprocessing unit over said secure channel if said secure channel has 
already been established" is met by Ogino et al. see Column 6 Line 8-51 . 



54. Regarding Claim 68, The "recording unit further includes a secondary detector to 
detect if a copy-no-more indication is provided with said preprocessing unit 
output, and said compliance logic is further configured such that if said copy- 
once indication is detected and said copy-no-more indication is not detected, 
then establishing a secure channel with said preprocessing unit and passing 
information of said detection of said copy- once indication back to said 
preprocessing unit over said secure channel" is met by Ogino et al. see Column 
6 Line 39-64. 



55. Claim 69 is rejected under the same rationale as Claim 14 above. 



56. Claim 70 is rejected under the 

57. Claim 71 Is rejected under the 

58. Claim 72 is rejected under the 

59. Claim 73 is rejected under the 

60. Claim 74 is rejected under the 
61 .Claim 75 is rejected under the 

62. Claim 76 is rejected under the 

63. Claim 77 is rejected under the 



same rationale as Claim 2 above, 
same rationale as Claim 4 above, 
same rationale as Claim 5 above, 
same rationale as Claim 15 above, 
same rationale as Claim 19 above, 
same rationale as Claim 20 above, 
same rationale as Claim 21 above, 
same rationale as Claim 7 above. 
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64. Claim 78, 79, and 80 is rejected under the same rationale as Claim 61 , 62 and 63 
above respectively. 

65. Regarding Claim 81, Ogino discloses the expansion board(as disclosed in 
Applicant's specifications see Par. 0044) having an input for receiving material 
and an output , expansion board configured to search for copy-once indication 
and copy no more indication, not provide material to output if copy-no-more is 
found and remark material with copy-no-more if copy-once is found and copy-no 
more is found (see Col 10 Ln 1-6 & Col 5 Ln 39-47 & Fig.14 item S305); an 
"media drive" coupled to expansion board configured to search for copy-never 
indication in material and copy unless copy-never is found, but lacking capability 
to remark with copy-no more (see Col 6 Ln 39-51 & Col 15 Ln 48-65 & Fig. 19 item 
S401 & S407). 

Claim Rejections - 35 USC § 103 

66. Claim 8, 35,40,55 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
U S Patent 6571220 B1 to Ogino et al. in view of NPL to Stalling 

67. Ogino does not disclose the key exchange being done via Diffie-Hellman key 
exchange. However, Stailings discloses the use of Diffie-Hellman key exchange 
for use between two communicating devices see pp 296 paragraph 2-3. It would 

be obvious to one having ordinary skill in the art at the time of the invention to 
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include Diffie-Hellman in the invention of Ogino in order to use an secure key 
exchange as taught in Stallings see pp 296 paragraph 2-3. 

68. Claim 35 is rejected under the same rationale as Claim 8 above. 

69. Claim 40 is rejected under the same rationale as Claim 8 above. 

70. Claim 55 is rejected under the same rationale as Claim 8 above. 

71 .Regarding Claim 85 and 86, Ogino discloses the CD and solid-state memory 
recordable unit see Col 1 Ln 11-33. 

New Matter Rejection 
72.The amendment filed 1/31/2006 is objected to under 35 U.S.C. 132(a) because it 
introduces new matter into the disclosure. 35 U.S.C. 132(a) states that no 
amendment shall introduce new matter into the disclosure of the invention. The 
added material which is not supported by the original disclosure is as follows: the 
media drive disclosed in Claims 81-86 are not disclosed in the original 
specifications, the closest interpretation that can be conceived is "DVD 
recordable drive" see Par. 0032 of the published application. The discloses 
media drive is broader than what is disclosed in the specifications, as it could 
encompass DVD, CD, CD-ROM drives or any variation thereof. 
Applicant is required to cancel the new matter in the reply to this Office Action. 
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Conclusion 



73. Any inquiry concerning this communication or earlier communications from tlie 
examiner should be directed to Venkatanarayanan Perungavoor whose 
telephone number is 571-272-7213. The examiner can normally be reached on 
8-4:30. If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Gilberto Banron can be reached on 571-272-3799. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571 -273-8300 . 

74. Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 
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